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REAL PARTY IN INTEREST

The real party in interest is the assignee Vascutek Limited.



RELATED APPEALS AND INTERFERENCES

Appeal No. 2001-1407, Decision mailed September 13, 2002, in the present case.

Appeal No. 2003-1502, Decision mailed September 29, 2003, in 09/365,860, now US

Patent No. 6,740,111, a continuation of the present case.



STATUS OF CLAIMS

Claims 1-31 (Canceled).

Claim 32 (Objected to, Provisionally Rejected).
Claims 33-64 (Canceled).

Claims 65-73 (Rejected).

Claim 74 (Canceled).

Claims 75-79 (Rejected).

Claim 80 (Canceled).

Claims 81-82 (Rejected).

Claim 32 is objected to and provisionally rejected; claims 65-73, 75-79, and 81-82 are
rejected and are the subject of this Appeal Brief.



STATUS OF AMENDMENTS

No Reply to Final Rejection was submitted. All amendments have therefore been entered.



SUMMARY OF CLAIMED SUBJECT MATTER

In the following discussion, the independent claims are read on one of many possible

embodiments without limiting the claims:

65. A prosthesis comprising:
a tubular graft (Fig. 3, 42) having a length, a pair of free ends opposed along the
length of said graft, and a first diameter (Fig. 3, Dp) perpendicular to said length (Spec. at p.
9:24-31); and
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a deformable ring (Fig. 3, 30) having a second diameter (Fig. 3, Dkp), said second
diameter parallel to said first diameter, the ring formed of a bundle of windings (Fig. 10, 32) of a
strand of resilient metal wire (Spec. at p. 7:6-10), said windings connected together to form the
ring (Fig. 1, 34; Spec. at p. 7:10-13), the windings wrapped one over the other such that a
particular winding has substantially continuous contact with one or more other windings for a

complete turn of the particular winding (Figs. 10, 8; Spec. at p. 7:10-13),
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each winding being a closed loop of a portion of said metal wire (Fig. 1; Spec. at p. 7:10-13),
each loop having substantially said second diameter (Fig. 1, Dx), each loop lying substantially in
a plane (Fig. 1), the planes of said loops being parallel (Spec. at p. 9:1-5) and substantially
coplanar (Figs. 1, 10), the second diameter of said ring (Fig. 3, Dkp) greater than the first
diameter (Fig. 3, Dp) of the tubular graft (Spec. at p. 11:20-25), said ring secured to said graft
adjacent one of said free ends (Fig. 3; Spec. at p. 9:24-27), each of said loops constituting a
length of a portion of said metal wire such that the loop wraps back upon itself (Spec. at p. 7:10-
13), said loops defining a flattened helical coil (Spec. at p. 7:20-22) wherein said loops that
define the coil touch adjacent loops of the coil (Fig. 10).

66. A prosthesis comprising:
a tubular graft (Fig. 3, 42) having a length, a pair of free ends opposed along the
length of said graft, and a first diameter (Fig. 3, Dp) perpendicular to said length (Spec. at p.
9:24-31); and
a bundle of radially overlapping windings (Fig. 10, 32) formed of a single strand



of resilient metal wire (Spec. at p. 7:6-10), a particular winding having substantially continuous
contact with one or more other windings throughout a complete turn of said particular winding
(Figs. 8, 10; Spec. at p. 7:10-13), a second diameter (Fig. 1, Dx) of said bundle of windings
greater than the first diameter (Fig. 3, Dp) of said graft (Spec. at p. 11:20-25), said windings
being concentric with said tubular graft and located adjacent one of said free ends (Fig. 3), said
bundle being a helical coil of a plurality of closed loops (Spec. at p. 7:10-13), each loop being a
portion of a length of said wire wrapped upon itself (Spec. at p. 7:10-13), said loops being
collapsed along an axis (Fig. 1, C) of said coil to form a flattened helical coil (Fig. 10), said axis
extending generally transverse to the diameters (Fig. 1, Dg) of said loops, each of said loops
having substantially the same diameter (Fig. 1) and each of said loops contacting at least one
adjacent loop of said helical coil (Fig. 10; Spec. at p. 7:20-22), said second diameter (Dg) being
parallel to said first diameter (Dp).

67. A prosthesis comprising:

a tubular graft (Fig. 3, 42) having a length, a pair of free ends opposed along the
length of said graft, and a first diameter (Fig. 3, Dp) perpendicular to said length (Spec. at p.
9:24-31); and

aring (Fig. 3, 30) located adjacent one of said free ends and coaxial therewith,
said ring having a second diameter (Fig. 3, Dgp) and comprising windings formed of a single
strand (Fig. 10, 32) of resilient metal wire (Spec. at p. 7:6-10), the second diameter of the ring
substantially the same as a diameter of at least one of the windings, the windings wound one over
the other and connected to form a bundle (Fig. 10, 32), the bundle of said windings having a
substantially circular cross-section (Fig. 10), each of said windings being a closed loop of a
portion of said metal wire (Fig. 1; Spec. at p. 7:10-13), said loop being substantially circular,
having substantially the same diameter as said ring (Fig. 1, 10), contacting at least one adjacent
loop (Fig. 10), and turned back on itself to form a circular loop (Figs. 8, 10; Spec. at p. 7:10-13),
said second diameter parallel to said first diameter (Fig. 10), said ring comprising said windings

and said graft being coaxial (Fig. 3).
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70. A prosthesis for being positioned in a blood vessel comprising:

a graft (Fig. 3, 42); and

an annular resilient element (Fig. 3,
30) attached to said graft, said element comprising a
bundle of concentric, radially overlapping windings
(Fig. 10, 32) formed of a strand of resilient wire
(Spec. at p. 7:6-10), each winding in the form of a
closed loop of a portion of the length of said resilient
wire, each of said loops wrapping back upon itself,
said loops collectively defining a flattened helical coil
(Spec. at p. 7:20-22) defining said annular resilient
element (Fig. 1, 34; Spec. at p. 7:10-13), a diameter
of the annular resilient element (Fig. 1, D)
substantially the same as a diameter of at least one of
said windings, said annular resilient element adapted
to be folded about its diametric axis to assume a
smaller cross-sectional configuration (Fig. 2) and
adapted to engage the inside of a body passage (Fig.
18, 54; Spec. at p. 17:18-20) in said folded
configuration (Fig. 5), and when said folded annular
resilient element is engaged with said body passage,
said graft to extend along a length of a first blood
vessel (Fig. 18, 108), a part of said graft adapted to be
positioned past a point of an intersection of said first
blood vessel and a second blood vessel (Fig. 18, 10;
Spec. at p. 7:14-18) so as not to occlude an opening
to permit communication of said intersection, said
folded annular resilient element defining a C-shaped
configuration (Spec. at p. 18:32-19:8), said graft and

said element being coaxial (Fig. 3).
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75. A prosthesis for being positioned in a blood vessel comprising:

an annular resilient element (Fig. 3, 30), said element comprising a bundle of
concentric, radially overlapping windings (Fig. 10, 32) formed of a strand of resilient metal wire
(Spec. at p. 7:6-10), one of said windings in contact with another of said windings, said contact
for a full turn of said one of said windings (Figs. 8, 10; Spec. at p. 7:10-13) and said contact not
limited to contact with the same another of said windings (Figs. 8, 10; Spec. at p. 7:10-13), a
diameter of the annular element (Fig. 1, Dx) substantially the same as a diameter of at least one
of said windings, said annular element adapted to be folded about its diametric axis to assume a
smaller cross-sectional configuration (Fig. 2), said folded element adapted to be situated in said
blood vessel (Fig. 18, 54) with an arcuate portion of said folded element engaged with said blood
vessel (Spec. at p. 18:32-19:8);

said annular resilient element being a helical coil (Spec. at p. 7:20-22) made up of
the plurality of parallel loops (Spec. at p. 9:1-5) having substantially the same diameter and
having a common axis (Fig. 1, 10), said loops being flattened upon one another so that adjacent
loops are touching, substantially coplanar (Fig. 1), and parallel (Fig. 10); and

a graft (Fig. 3, 42), said element attached to an end of said graft, a tip (Fig. 2, A)
of each fold of said folded element to contact the graft, said graft having a length parallel to the

common axis of said loop (Spec. at p. 8:18-21).
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81. A prosthesis for being positioned in a blood vessel comprising:

a tubular graft (Fig. 3, 42) having a length; and

an annular resilient element (Fig. 3, 30) attached to said graft, said element
comprising a bundle of concentric, windings (Fig. 10, 32) formed of a strand of resilient metal
wire (Spec. at p. 7:6-10), said windings overlapping along radii of said annular resilient element,
a diameter of the annular element (Fig. 1, Dg) substantially the same as a diameter of at least one
of said windings, said annular element adapted to be folded about its diametric axis to assume a
smaller cross-sectional configuration (Fig. 5; Spec. at p. 9:17-19), said graft adapted to be
positioned within a first blood vessel (Fig. 5, 55) proximate to a second blood vessel (Fig. 5, 52)
such that the diametric axis of said element is proximate to an intersection of said first blood
vessel and said second blood vessel and a part of said graft (Fig. 5, 38) is to extend past said
intersection so as not to occlude an opening and to permit communication with said intersection
(Spec. at p. 11:1-9), only a part of both said graft and said annular resilient element (Fig. 2, A) to
engage a portion of said first blood vessel located past said second blood vessel, said windings
formed of a plurality of circular loops formed of a portion of said wire turned back on itself
(Spec. at p. 7:10-13) such that a plurality of adjacent loops are connected together to form a
helical coil (Spec. at p. 7:20-22), said helical coil being flattened such that each of said loops
touch another loop and each of said loops are substantially coplanar with each of said other loops
(Fig. 10) and said loops having a common central axis (Fig. 1, C), said element having a central

axis (Fig. 1, C) parallel to the length of said graft.
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82. A prosthesis comprising:

a tubular graft (Fig. 3, 42) having a length; and

a deformable, annular, resilient element (Fig. 3, 30) located near one end of said
graft, said element comprising a bundle of windings (Fig. 10, 32) formed of a strand of wire
(Spec. at p. 7:6-10), said windings overlapping along radii of said annular resilient element, said
bundle substantially circular in cross-section (Fig. 10), wherein said cross-section can be taken at
any point on a circumference of said element, a diameter of said element (Fig. 1, Dg)
substantially the same as a diameter of at least one of said windings, said element adapted to be
folded around its diametric axis and to resiliently engage a first human blood vessel in a C-
shaped deformed configuration (Fig. 5; Spec. at p. 9:17-19), a part of said C-shaped deformed
element to resiliently engage said first human blood vessel past a point of intersection of said
first blood vessel and a second blood vessel to permit communication of said intersection (Spec.
at p. 11:1-9), each of said windings being a loop of a portion of a length of wire turned back on
itself such that a plurality of adjacent loops are connected together defining a helical coil (Spec.
at p. 7:20-22), said helical coil being flattened such that each of said loops touch another loop
and each of said loops is substantially coplanar with each of said other loops (Figs. 1, 10) and
said loops have a common central axis (Fig. 1, C), said element having a central axis parallel to

the length of said graft.

At this point, no issue has been raised that would suggest that the words in the claims
have any meaning other than their ordinary meanings. Nothing in this section should be taken as

an indication that any claim term has a meaning other than its ordinary meaning.
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL

Whether claims 65-73, 75-79, and 81-82 fail to comply with the written description
requirement under 35 U.S.C. § 112, first paragraph.

Whether claims 65-73, 75-79, and 81-82 are indefinite under 35 U.S.C. § 112, second

paragraph as failing to particularly point out and distinctly claim the subject matter

of the invention.
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ARGUMENT

A. Do claims 65-73, 75-79, and 81-82 fail to comply with the written description
requirement under 35 U.S.C. § 112, first paragraph?

In order to satisfy the written description requirement, the disclosure as originally filed
does not have to provide in haec verba support for the claimed subject matter at issue. See
Fujikawa v. Wattanasin, 93 F.3d 1559, 1570, 39 U.S.P.Q. 2d 1895, 1904 (Fed. Cir. 1996).
Nonetheless, the disclosure must convey with reasonable clarity to one skilled in the art that the
inventor is in possession of the invention. Vas-Cath, Inc. v. Mahurkar, 935 F.2d 1555, 1563-4,
1I9USP.Q.2d 1111, 1116-1117 (Fed. Cir. 1991). One skilled in the art, reading the original
disclosure, must reasonably discern the limitation at issue in the claims. Waldemar Link GmbH
and Co. v. Osteonics Corp., 32 F.3d 556, 558, 31 U.S.P.Q. 2d 1855, 1857 (Fed. Cir. 1994).

“Substantially Coplanar”

With respect to the planes both being parallel and substantially coplanar, a plurality of
spring windings can be parallel, of course. They cannot be perfectly coplanar, but if the spring is
small enough (i.e., annular), they can be “éubstantially” coplanar. Only “‘substantial” coplanarity
is claimed. Since the plane does not require precise coplanarity but substantial coplanarity, the
rejection should be reversed.

Claims 66-74 do not include the “substantially coplanar” language.

“Helical Coil”

The assertion that “flattened helical coil” lacks support is belied, for example, by Figure
1, showing a flattened helical coil, and Figure 10, showing a cross-section of a flattened helical
coil. The illustrated coil is flattened at least in the direction of the length of the axis of symmetry
where all the wraps of the coil are bunched together in a tight annular ring, as depicted.

The assertion (Final Rejection, p. 6) that “helical” is not used in the specification and
“coil” (Specification at p. 7, lines 20-26) is used more analogously to “winding” is not true. The
term ‘“‘coil” is used to refer to the strands that are wound by wrapping them around a mandrel
(Specification at p. 7, lines 10-13). There is no way to form a coil of strands by wrapping them

around a mandrel without forming a helical coil.
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Claims 67-69 do not include the flattened helical coil language.

“Wraps Back on Itself”

The claim language “the loop wraps back upon itself” and “turns back upon itself”, or

“each of the loops wrapping back upon itself”, or “wire turned back upon itself” is clearly shown
in the figures. Each of the loops must come back upon itself. The loops cannot be open since
they clearly form a tight circular shape.

“Wraps back on itself” refers to wrapping wire up as around a mandrel. Initially when the
first loop is completed by a 360° revolution, a portion of the wire wraps back upon the end of the
wire (i.e., wraps back upon itself). This process is repeated for each loop.

Therefore the rejection should be reversed.

“Closed Loop”
The Final Rejection (p. 6) suggests that the helically wrapped strands cannot form

“closed loops”. When the strand circles back 360°, it closes a loop.

The Final Rejection distinguishes a closed ring as having no beginning or end. But all
rings can be said to have no beginning or end. Therefore “closed” before “ring” is merely
redundant.

“Closed” before “loop” explains that the loop closes upon itself by wrapping 360°.

“Closed loop” is not even used in claims 81 or 82.

B. Are claims 65-73, 75-79, and 81-82 indefinite under 35 U.S.C. § 112, second
paragraph as failing to particularly point out and distinctly claim the subject matter

of the invention?

A claim must set out and circumscribe a particular area with a reasonable degree of
precision and particularity when read in light of the disclosure as it would be by the artisan. In re
Moore, 439 F.2d 1232, 1235, 169 U.S.P.Q. 236, 238 (CCPA 1971). Acceptability of the claim
language depends on whether one of ordinary skill in the art would understand what is claimed in
light of the specification. Seattle Box Co. v. Industrial Crating & Packing, Inc., 731 F.2d 818,
826, 221 U.S.P.Q. 568, 574 (Fed. Cir. 1984).

The § 112 rejection of claims 65 and 75-79 should be reversed since no claim requires
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parallel and precise coplanarity but instead the claims only call for “substantial” coplanarity.

* * *

Applicant respectfully requests that each of the final rejections be reversed and that the

claims subject to this Appeal be allowed to issue.

Respectfully submitted,

Date: January 15, 2009

T1m Réf?op, No 28 994
NER &

1616 S Voss Road, Sulte 750
Houston, TX 77057
713/468-8880 [Phone]
713/468-8883 [Fax]
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CLAIMS APPENDIX
The pending claims are:

32. A prosthesis for insertion within a body passage comprising:

a first section including a resiliently deformable first annular element and a first
tubular graft that is less resilient than said first annular element, said first tubular graft having a
pair of free ends and an internal surface, said first annular element attached to one of said free
ends;

a second section axially aligned with said first section, said second section
including a resiliently deformable second annular element comprising a bundle of radially
overlapping windings formed of a strand of resilient wire, a given winding in contact with
another winding for a complete turn of the given winding, a diameter of the second annular
element substantially the same as a diameter of at least one of the windings, said second annular
element adapted to be folded around its diametric axis to assume a smaller cross-sectional
configuration, and a second tubular graft, said second tubular graft of said second section
adapted to communicate with said first tubular graft of said first section, said second tubular graft
having one end which defines a single passage and an opposite end which defines a pair of
bifurcated passages which communicate with said single passage;

a third prosthesis section including a pair of annular resilient deformable annular
elements and a third tubular graft, said third tubular graft having a pair of free ends and an
internal surface, one of said annular elements attached to one of the free ends of said third
tubular graft, the other of said annular elements attached to the other of free ends of said third
tubular graft, said third graft connected to one of said pair of bifurcated passages of said second
tubular graft, one of said annular elements adapted to engage the interior of said second
prosthesis section; and

a fourth prosthesis section including a pair of annular resilient deformable annular
elements and a fourth tubular graft, said fourth tubular graft having a pair of free ends and an
internal surface, one of said annular elements attached to one of the free ends of said fourth
tubular graft, the other of said annular elements attached to the other of free ends of said fourth

graft, said fourth graft connected to the other of said pair of bifurcated passages of said second
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tubular graft, one of said annular elements adapted to engage the interior of said second

prosthesis section.

65. A prosthesis comprising:

a tubular graft having a length, a pair of free ends opposed along the length of
said graft, and a first diameter perpendicular to said length; and

a deformable ring having a second diameter, said second diameter parallel to said
first diameter, the ring formed of a bundle of windings of a strand of resilient metal wire, said
windings connected together to form the ring, the windings wrapped one over the other such that
a particular winding has substantially continuous contact with one or more other windings for a
complete turn of the particular winding, each winding being a closed loop of a portion of said
metal wire, each loop having substantially said second diameter, each loop lying substantially in
a plane, the planes of said loops being parallel and substantially coplanar, the second diameter of
said ring greater than the first diameter of the tubular graft, said ring secured to said graft
adjacent one of said free ends, each of said loops constituting a length of a portion of said metal
wire such that the loop wraps back upon itself, said loops defining a flattened helical coil

wherein said loops that define the coil touch adjacent loops of the coil.

66. A prosthesis comprising:

a tubular graft having a length, a pair of free ends opposed along the length of
said graft, and a first diameter perpendicular to said length; and

a bundle of radially overlapping windings formed of a single strand of resilient
metal wire, a particular winding having substantially continuous contact with one or more other
windings throughout a complete turn of said particular winding, a second diameter of said bundle
of windings greater than the first diameter of said graft, said windings being concentric with said
tubular graft and located adjacent one of said free ends, said bundle being a helical coil of a
plurality of closed loops, each loop being a portion of a length of said wire wrapped upon itself,
said loops being collapsed along an axis of said coil to form a flattened helical coil, said axis
extending generally transverse to the diameters of said loops, each of said loops having
substantially the same diameter and each of said loops contacting at least one adjacent loop of

said helical coil, said second diameter being parallel to said first diameter.
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67. A prosthesis comprising:

a tubular graft having a length, a pair of free ends opposed along the length of
said graft, and a first diameter perpendicular to said length; and

a ring located adjacent one of said free ends and coaxial therewith, said ring
having a second diameter and comprising windings formed of a single strand of resilient metal
wire, the second diameter of the ring substantially the same as a diameter of at least one of the
windings, the windings wound one over the other and connected to form a bundle, the bundle of
said windings having a substantially circular cross-section, each of said windings being a closed
loop of a portion of said metal wire, said loop being substantially circular, having substantially
the same diameter as said ring, contacting at least one adjacent loop, and turned back on itself to
form a circular loop, said second diameter parallel to said first diameter, said ring comprising

said windings and said graft being coaxial.

68.  The prosthesis of claim 67 wherein the minimum bending diameter of said ring is

less than that of a solid ring of the same dimensions.

69.  The prosthesis of claim 65 wherein a portion of said tubular graft proximate said

ring has a second diameter.

70. A prosthesis for being positioned in a blood vessel comprising:

a graft; and

an annular resilient element attached to said graft, said element comprising a
bundle of concentric, radially overlapping windings formed of a strand of resilient wire, each
winding in the form of a closed loop of a portion of the length of said resilient wire, each of said
loops wrapping back upon itself, said loops collectively defining a flattened helical coil defining
said annular resilient element, a diameter of the annular resilient element substantially the same
as a diameter of at least one of said windings, said annular resilient element adapted to be folded
about its diametric axis to assume a smaller cross-sectional configuration and adapted to engage
the inside of a body passage in said folded configuration, and when said folded annular resilient
element is engaged with said body passage, said graft to extend along a length of a first blood

vessel, a part of said graft adapted to be positioned past a point of an intersection of said first
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blood vessel and a second blood vessel so as not to occlude an opening to permit communication
of said intersection, said folded annular resilient element defining a C-shaped configuration, said

graft and said element being coaxial.

71.  The prosthesis of claim 70 wherein a diameter of said graft is sized to be

approximately the same as a diameter of a given blood vessel.

72.  The prosthesis of claim 70 wherein said element has an undeformed diameter

greater than the diameter of said graft.

73.  The prosthesis of claim 70 wherein an undeformed diameter of said element is

sized to be greater than a diameter of a given blood vessel.

75. A prosthesis for being positioned in a blood vessel comprising:

an annular resilient element, said element comprising a bundle of concentric,
radially oveﬂapping windings formed of a strand of resilient metal wire, one of said windings in
contact with another of said windings, said contact for a full turn of said one of said windings
and said contact not limited to contact with the same another of said windings, a diameter of the
annular element substantially the same as a diameter of at least one of said windings, said
annular element adapted to be folded about its diametric axis to assume a smaller cross-sectional
configuration, said folded element adapted to be situated in said blood vessel with an arcuate
portion of said folded element engaged with said blood vessel;
said annular resilient element being a helical coil made up of the plurality of parallel loops
having substantially the same diameter and having a common axis, said loops being flattened
upon one another so that adjacent loops are touching, substantially coplanar, and parallel; and

a graft, said element attached to an end of said graft, a tip of each fold of said
folded element to contact the graft, said graft having a length parallel to the common axis of said

loop.

76.  The prosthesis of claim 75 wherein said graft is adapted to extend along a length

of a first blood vessel and a part of said graft is positionable past a point of an intersection of said
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first blood vessel and a second blood vessel so as not to occlude an opening to permit

communication of said intersection.

77.  The prosthesis of claim 75 wherein a diameter of said graft is approximately the

same as a diameter of the blood vessel, in which said prosthesis is to be positioned.

78.  The prosthesis of claim 75 wherein the unfolded diameter of said element is

greater than the diameter of said graft.

79.  The prosthesis of claim 75 wherein the unfolded diameter of said element is

greater than a diameter of the blood vessel, in which said prosthesis is to be positioned.

81. A prosthesis for being positioned in a blood vessel comprising:

a tubular graft having a length; and

an annular resilient element attached to said graft, said element comprising a
bundle of concentric, windings formed of a strand of resilient metal wire, said windings
overlapping along radii of said annular resilient element, a diameter of the annular element
substantially the same as a diameter of at least one of said windings, said annular element
adapted to be folded about its diametric axis to assume a smaller cross-sectional configuration,
said graft adapted to be positioned within a first blood vessel proximate to a second blood vessel
such that the diametric axis of said element is proximate to an intersection of said first blood
vessel and said second blood vessel and a part of said graft is to extend past said interseétion SO
as not to occlude an opening and to permit communication with said intersection, only a part of
both said graft and said annular resilient element to engage a portion of said first blood vessel
located past said second blood vessel, said windings formed of a plurality of circular loops
formed of a portion of said wire turned back on itself such that a plurality of adjacent loops are
connected together to form a helical coil, said helical coil being flattened such that each of said
loops touch another loop and each of said loops are substantially coplanar with each of said other
loops and said loops having a common central axis, said element having a central axis parallel to

the length of said graft.

23



82. A prosthesis comprising:

a tubular graft having a length; and

a deformable, annular, resilient element located near one end of said graft, said
element comprising a bundle of windings formed of a strand of wire, said windings overlapping
along radii of said annular resilient element, said bundle substantially circular in cross-section,
wherein said cross-section can be taken at any point on a circumference of said element, a
diameter of said element substantially the same as a diameter of at least one of said windings,
said element adapted to be folded around its diametric axis and to resiliently engage a first
human blood vessel in a C-shaped deformed configuration, a part of said C-shaped deformed
element to resiliently engage said first human blood vessel past a point of intersection of said
first blood vessel and a second blood vessel to permit communication of said intersection, each
of said windings being a loop of a portion of a length of wire turned back on itself such that a
plurality of adjacent loops are connected together defining a helical coil, said helical coil being
flattened such that each of said loops touch another loop and each of said loops is substantially
coplanar with each of said other loops and said loops have a common central axis, said element

having a central axis parallel] to the length of said graft.
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EVIDENCE APPENDIX

None.
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RELATED PROCEEDINGS APPENDIX

See on the following pages:

Decision on Appeal No. 2001-1407, in the present case; and

Decision on Appeal No. 2003-1502, in 09/365,860, now US Patent No. 6,740,111, a

continuation of the present case.
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BACKGROUND
The appellant's invention relates to a vascu_lak proéthesis. An understanding of
' thé invention can be derived from a reading of exemplary claim 21, which appears in
‘t‘h.eA appendix to the appellant's Brief.
| The prior art references of record relied upon by the examiner in rejecting the
- appealed clai'ms are:

Kwan-Gett 5,151,105 Sep. 29, 1992

Robinson et al. (Robinson) 5,733,325 Mar. 31, 1998
International Patent Application WO 89/08433 . Sep. 21, 1989
(Lazarus) ' '

Claims 21-25 énd 28 stand rejected under 35 U.S.C. § 102(b) as being"
anticipated by Lazarus. |

| Claims 2%-25 andA 28 stand rejected under 35 U.S.C. § 102(e) as being
anticipatec} by Robinson. | |

Clairﬁs 63-65 stand rejécted under 35 U.S.C. § 102(b) as being anticipaféd by
Kwan-Gett. . '

Rather than reiterate the conflicting viewpoints ad\_/aﬁced by the examiner and
the appellant regarding the above-noted rejections, we make reference to the Answef
(Paper No. 25) and the Suppleméntal Answer (Paper No. 29) for the examiner's
complete reasoning.in support of the rejections, and to the Brief (Paper No. 24) and the

Reply Brief (Paper No. 26) for the a'p‘pellant's arguments thereagainst.
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OPINION

In reaching our decisioﬁ in this appeal, we have given careful consideration to
the appéllant;s speciﬂcation_and claims, to the applied pridr art refe(rences,Aand to the
respectivé positions articulated by the appellant and the examiner. As a consequence
of our review, we make the determinations which folloyv.

All of the rejections are unlder 35 U.S.C. § 102. The guidance provided by our
reviewing court with régard to the matter of anticipation is as foilows: Anticipation is
established only when a single prior art reference discloses, either expressly or under.

. the principles of inherency, each and every element of the claimed invention. See Inre

Paulsen, 30 F.3d 1475, 1480-1481, 31 USPQ2d 1671, 1675 (l'-;ed. Cir. 1994) and In re

Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 1990). Anticipation by a

prior art reference does not require either the inventive concept of the claimed subject

matter or recognition of inherent properties that may be possessed by the reference.

See Verdegaal Brothers Inc. v. Union Oil Co. of California, 814 F.2d 628, 633, 2
UsSPQ2d 1051 , 1054 (Fed. Cir. 1987). The law of anticipation does not require that the
reference teach what the apblicant is claiming, but only that the claim on appéal "read
on" something disclosed in the 'reference, /'..e., all limitations of the claim are fouhd in the
reference. See Kalman v. Kimberly-Clark Cor@, 713 F.2d 760, 772, 218 USPQ 781,

789 (Fed. Cir. 1983), cert. denied, 465 U.S. 1026 (1984).
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The Rejection On The Basis Of Lazarus -

We agree with the examiner that claim 21is antlc;lpated by Lazarus, WhICh is
dlrected to an artificial graft, on the basis of the reasoning set forth by the examiner on
pages 2 and 3 of the Supplemental Examiner's Answer (Paper No. 29). We emphasize
that while the Lazarus springs may be formed and may functlon In @ manner dlfferent
from the springs of the appellant s invention, the language of claim 21 reads on the
embodiment shown in Figure 3, which is all that_ls necessary to form the basis for
anticipation. The appellant’s only argument with respect to this rejection of claim 21 is
that the Lazatus spri'ngs are not “folded,” a conclusion with which we do not agree. The
common applicable definition of “lolded" is “to become doubled or pleated.” While they
may have been bent to do so, the Lazarus springs nevertheless are"‘folded” at 62.

This rejection of claim 21 is sustained.

‘“l'he_. appellant has chosen to group'claims 24, 25 and 28 with olaim. 21 .'(Brief,
page 7), and thus they' fall therewith.

Claim 2'2. states that"“said‘seo‘ond pair of loops are arranged to avoid occlusion of
the renal arteries when said prosthesis is positioned in the abdominal aorta.” We agree
with the examiner that this is a-statement of intended use, inasmuch as it does not add
a structural limitation to the prosthesis. Moreover, the claim does not, as the appellant

apparently believes, require that the ends of the graft and the springs describe a

1See. for example, Webster's New Collegiate Dictionary, 1973, page 445.
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configuration that has loolp-like \}oid areas such as are shown in Figure 5; it mérely
recites that the prosthesis be so positioned as to “avoid occlusion” of the r_enal arteries,
which in our view can be accomplished by proper positioning of th'e-Lazérus prosthesis.
We therefore -\‘/'vill sustain this rejection of claim 22. |

Claim 23 adds to claim 21 the requirement that the diameter of the,-graft.be less
than the unfolded diameter of on_e'.of the springs. Lazarus teaches that the diameter of
the unfolded staples (springs), that is, the diameter when in their operating
configuration, “will be generally the same as” the diameter of the Qraft (pagé 8, linés 10
and 11). Thié being the case, the diameter of the graft is not less than that of the
unfolded springs, and Lazarus does not anticipate -the limitation recited in’claim 23. We
will n_ot sustain this rejection. |

The Rejectiqn_ On The Basis Of Robinson

This rejection also applies to claims 21-25 and 28. We agree with the examiner
that claim 21 is anticipated by Robinson for the reasons:exblaihed on pages 4 and 5 of
the Supplemental AnsWer," noting thét the definition of “folded” is met by the Robinson
springs at 37 of Figure 4.

This rejection of claims 22, 24, 25 and 28 is sustained on the same bases as

were set forth above with regard to the rejéction on the basis of Lazarus.
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~ Robinson teaches that the diameter of the unfolded (freely expanded) spring
- (anchor 30) bé greater thén that of the graft (column 8, lines 13-17); the fe'atun;e which is
added to claim 21 by claim 23. Thi.s rejection of claim 23 thérefbre is sustained.
The Rejection On The Basis Of Kwan-Gett

Independent claims 63 and 65, and dependent claim 64, stand rejected as beving
anticipated by Kwéﬁ-Gett. Both of the independent claims require that there be a ring
“comprising a bundle of overlapping windings formed of a strand of resilient wire.” The
examiner has taken the position that this reads on Kwan-Gett's circular stents 18 and
20, which “preferably comprise lengths of thin, flat spring material . . . that are
con_centrically wound into torsion springs, similar to a watch or clock spring” (column 5,
lines 20-24), because the appellant has not provided a special definition of wire which -
wouldv exélude such an element. We do not agree that the Kwan-Gett lengths of flat
sbring rﬁate_rial fall within the definition of "wire,"? and w‘e’will' not sustain tHé rejection of
claims 63-65.

CONCLUSION

The rejection of claims 21, 22, 24, 25 and 28 as being anticipated by Lazafus_ is
sustained..

- The rejection of claim 23 as being anticipated by Lazarus is not sustained.

Metal in the form of a flexibie thread or slender rod. See, for example, Webster's New Collegiate
Dictionary, 1973, page 1345. .
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The rejection of clalms 21-25 and 28 as bemg anticipated by Robinson is

sustalned
The rejection of claims 63-65 as being antic,ipat.ed‘ by Kwan-Gett is not sustainéd.
Thé decision of the examiner is afﬁrmed-in-_part.
No time period for taking any subseqqent aqtion iﬁ connection with this appeél
may be extended under 37 CFR § .1 .136(a).

AFFIRMED-IN-PART

/ '
NEAL E. ABRAMS _
Administrative Patent Judge

CHARLES E. FRANKFOé ;

Administrative Patent Judge

JEFFREY V. NASE
Administrative Patent Judge

BOARD OF PATENT
APPEALS

AND
INTERFERENCES
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BACKGROUND
The appellant's invention relates to a device for retaining a prosthesis within a
body passage. An understanding of the invention can be derived from a reading of
exemplary claim 1, which has been reprodqced below.
The prior art referenceé of record relied Upon by the examiner in rejecting the

appealed claims are:

Kwan-Gett | 5,151,105 2 - Sep. 29, 1992
[noue (Inoue ‘671) 5,676,671 Oct. 14, 1997
Inoue (Inoue '179) - 5,976, 179/ va. 2, 1999

Claims 1,2, 5and 10 étand rejected under 35 U.S.C. § 102(e) as beihg
a.nticipated by Inuoe ‘179 or, in the alternative, under 35 U.S.C. § 103(a) as being
unpatentéblve over lnoue ‘179.

Cléim 52 stands rejected under 35 U.S.C. § 102(e) as being anticipated by Inuoe |
.'671 or, in the‘éltemative, under 35 US.C § 103(a) as being unpatentable over inoue
671.

,Clafmsﬁ and 2 stand rejectecliA unaer 35U.S.C. § 102(b) as being ahticipate'd by
Kwan-Gett.

Rather than reiterate the conﬂiéting viewpoints advanced by the examiner and
the appellant regardlng the above-noted rejections, we make reference to the Answer

(Paper No 16) for the examiner's complete reasoning in support of the rejections, and
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~to the Brief (Paper No. 15) and Réply Brief (Paper No. 17) for the appellant's
‘arguments thereagainst.
OPINION
in rééching our decision in this appeal, we have given careful considerétion to
‘the appellant's specification and claims, to the applied prior art references, and to the
. respective positions articulated by the appellant and the examiner. As a consequence
of our review, we make the determinations which follow.
| 'Representa_tive Claim 1
A device for retaining a prosthesis within a body
passage comprising an annular, resilient element, wherein
said element is formed by overlapping a plurality of windings
of wire radially on top of one another around a common core
and connecting the two windings together to form a bundle,
said wire being sized to decrease the minimum bending
diameter of said element.
The Section 102 Rejection Based Upon Inoue ‘197
Claim 1 stands rejected as being anticipated’ by Inoue 179. In arriving at this
conclusion, the examiner has taken the position that “the multiple rings [of Inoue ‘179]

are windings of wire to the extent required” (Answer, page 4), which we assume means

the examiner considers the rings disclosed in Inoue ‘179 to constitute “‘windings.” The

1Anticipation is established only when a single prior art reference discloses, expressly or under
the principles of inherency, each and every element of the claimed invention. See, for example, RCA
Corp. v. Applied Digital Data Systems, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1684).
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appellant argues that this is an erronebus conclusion in view of the ’common definition
of “winding” as well as the explanation of the in‘vention in the specification.

There appears to be no dispute that a “‘winding” is a turn of wi‘re or rope wound
around .an object, a spiral; for the appellant has so asserted on page 13 of the
specification and the examiner has offered such a definition on Apage 7 of the Answer.
The appellant’s specification explains the coﬁstmcti,on of the clamping rings in a
manner that cénforms with this definition, for it describes them as being formed by
‘wrapping a single :Iength of wire around tﬁe mandrel” to form a number of coils (bage
7). Based upon this evidence, it is our bpinion that the designation of a wire'as a -

-“winding” in the present case would be interpreted by one of ordinary skill in the art to
be a structural limitation requiring that_ the annular wire ring be formed by windihg a wire
in a spiral manner about an object such as a core. In this regard, ’;he appellant argues
that the broadest reasonable interpretation of a winding does not in_clude a closed ring,
which is what hé believes is disclosed in Inoue '179.

Inoue ‘179 discloses a f;oll.apsible prosthesis having, as shown in Figure 38, to
which the examiner refers, an “ehd wire ring” W1 comprising four wire elements W2
bound together. Neither the mahner in Which the wire eleménts are manufactured nor
details of their construction are explained, other than to state that they preferably are

made of nickel-titanium alloy and have sufficient flexibility and strength so there is little
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danger of them injuring the blood veésel into which the prosthesis is inserted (column -
21). The wire elements are not described as Abeing ‘windings,” nor can it be determined
from the drawings that they'are anything other than closed annular rings.

We therefore find ourselves in égreement with the appellant that the examiner's:
deté_rmination that the wire elements disclosed in Inoue ‘179 are "windings” is not
supported by the evidence. This being the case, it is our conclusion that Inoue ‘179
does not disclose or teach an annular element formed of “a plurality of windings of wire”
and thus do_és not anticipate the subject matter recited in claim 1 and we therefgre will

not sustain the réjection. It follows that we also will not sustain the like rejection of-
| claims 2, 5 and 10, which depend from claim 1. |
- The Section 103 Rejectidn Based Upon Inoue ‘197

As an alternative, the examiner rejects claims 1, 2, 5 and 10 as being obvib(}s2 in

view of Inoue 179. As,. we understand this rejection, it is the examiner's position that if

the rings of Inoue ‘179 are not considered to constitute “windings,” one of ordinary skill

The test for obviousness is what the teachings of the applied prior art would have suggested to-
one of ordinary skill in the art. See, for example, In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881
(CCPA 1981). In establishing a prima facie case of obviousness, it is incumbent upon the examiner to
provide a reason why one of ordinary skill in the art would have been led to modify a prior art reference or
to combine reference teachings to arrive at the claimed invention. See Ex parte Clapp, 227 USPQ 972,
973 (Bd. Pat. App. & Int. 1985). To this end, the requisite motivation must stem from some teaching,
suggestion or.inference in the prior art as a whole or from the knowledge generally available to one of
ordinary skill in the art and not from the appellant's disclosure. See, for example, Uniroyal, Inc. v. Rudkin-

Wiley Corp., 837 F.2d 1044, 1052, 5 USPQ2d 1434, 1439 (Fed. Cir.), cert. denied, 488 U.S. 825 (1988).
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in the art would ha\)é found it obviqus to rﬁodify the disclosed device by replacing the
closed king wiré elements with “windingé," as such are defined above (Answer, page 4).
From his remafks, it would appear that the examiner is contending that the two forms of
wire ring elerﬁents are consi.dered to be equivalents in the art, but no evidence in
support of thjs conclusion has been proVided. Nor has the} examiner set forth a reason
‘why one of ordvi.nary skill in the art would have been motivated to make the substitution
of eleme_hts proposed in the rejectio>n.

in the absence of a teaching, suggestibn or incentive which would have led one
of ordinary skill in the art to make the proposed modiﬁcation; it is our view that of Inoue
197 fails to establish a prima facie case of obviousness with regard to the subject
matter recited in claim 1, and fhis rejection of claims 1, 2, 5 and ;IOI cannot be
sustained. |

The Section 102 Rejection Based Upon Inoue ‘671

This rejecﬁén applies to claim 52, which also requires that the annular reéilient
_element be “formed from a'plura.lity of windings of wire.” The examiner has taken the
position that this referencg teaches the windings “to the extent required,” and refers to

Figures 2, 16, 18, 19 and 23, as well as column 7, line 40 to column 186, line 49, as-
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" providing the basis for this conclusion.? .ln our opinion; Inoue ‘671 fails to antibipate the
claimed subjecf matter for the same re.'asons'expressed above with regérd to the
Section 102 rejection based upon Inoue “179, and this rejection is not sustaihed.
- The Section .1 03 Rejection Based Upon Inoue ‘671
This is an alternative to the rejection of claim 52 under Section 102. The
examiner here poses thé same reasoning regarding the “windings” as was presented
with regard to the Section 103 rejection of claim 1 et al. over Inoue ‘179, that is, it would
have been obvious to modify Inoue ‘671 by re;‘)lavcing}the disclosed wire elements with
‘windings."” For the reasons expressed above in the discussion of the cited rejection of
claim 1, we also will not sustéin this rejection of claim 52.
The Section 102 Rejection Based Upon Kwan-Gett
Claims 1 and 2 stand rejected as being anticipated by Kwan-Gett. The examiner -
has taken the position that the “windings of wire” recited in claim 1 read on Kwan-Gett's
circular stents 18 and 20, which “preferably Vc_;omp"rise fengths of thin, flat spring material
.. .that are conéentrically wound into torsion springs, similar to a watch of _dock spring”

(column 5, lines 20-24). We do not agree that the Kwan-Gett lengths of flat spring

*We note in passing that the examiner has not directed us to any specific passages in the text of
this reference which might support his position, but merely refers us to five of the thirty-three figures in the
drawings, and ten of the twelve columns of the specification that are directed to describing the invention.
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material fall within the definition of “wire,” and we will not sustain this rejection of claims
1and 2.

CONCLUSION

None of the rejections are sustained.’

The decision of the examiner is reversed.

NEAL E. ABRAMS
Administrative Patent Judge

(ltre EW

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Administrative Patent Judge AND

INTERFERENCES

/9// e
JEFFREY V. NASE

Administrative Patent Judge
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*The common applicable definition of “wire * is metal in the form of a flexible thread or slender
rod. Webster's new Collegiate Dictionary, 1973, page 1345.

%In view of this decision, it is not necessary for us to reach the isstie of whether the invention as
claimed is supported by the disclosure in the priority documents, which was raised by the examiner on
page 6 of the Answer and responded to by the appeliant on pages 10-13 of the Brief and pages 1 and 2 of
the Reply Brief.
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